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REMARKS 

Favorable reconsideration is respectfully requested in view of the foregoing amendments 
and the following remarks. 

Kindly enter and consider the amendments in the after final response filed July 9, 2004. 

Applicants are grateful for the telephone discussion held with Examiner Phan on August 
23, 2004 to discuss the positions set forth in the Advisory Action. During this discussion, it was 
acknowledged that the response filed July 9, 2004 overcomes the obviousness rejections, but 
potentially raises a new matter issue as addressed below. 

I. CLAIM STATUS & AMENDMENTS 

Claims 1, 2, 4-12, 14-19, and 21-23 were pending in this application when last examined. 
Claims 15-17 are withdrawn as non-elected subject matter. 

Claims 1, 2, 4-12, 14, 18, 19 and 21-23 have been examined on the merits, and stand 
rejected. 

Claims 1 and 18 have been amended to recite "pulsed laser deposition" instead of "laser 
abration" to better clarify the claimed invention. Similarly, the specification at page 5, lines 27- 
31, at page 6, lines 13-18, and at page 7, lines 15-30 was also amended to recite "pulsed laser 
deposition" instead of "laser abration." 

Support for the term "pulsed laser deposition" can be found in the specification, for 
example, at page 7, lines 15-24 and Figure 2. "Pulsed laser deposition" is the term most 
commonly used in the field to describe the techniques disclosed in the specification as evidenced 
by Cadieu et al, Journal of Applied Physics , vol. 83., no. 11, pp. 6247-6249 (1998) attached to 
the response filed July 9, 2004. Also, attached is a partial translation of the definition for this 
term as found on page 552 of the Dictionary of Semiconductor Technology & Industry . As can 
be seen from these documents, the Japanese term for "laser abration (or abrasion)" is explained 
to mean "pulsed laser deposition" in English. 

The specification has also been amended at page 2, line 9 to recite "5 to 500 nm" as 
opposed to "0.01 to 300 urn" as suggested by the Examiner during the telephone discussion. 
According to the Examiner, the Japanese Patent Laid-Open Publications No. 09-237714 and No. 
11-214219 discussed at page 2, lines 8-10 of the specification disclose a thin multi-layer rare 
earth thin film magnet with a thickness of "5 to 500 nm." 
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The specification has also been amended at page 1 to cross reference Applicants' priority 
applications. 

Therefore, no new matter has been added by this amendment. 

II. NEW MATTER ISSUE RAISED IN ADVISORY ACTION 

On page 2 of the Advisory Action, it is indicated that the added term "laser abration" 
constitutes new matter, because the word "abration" has no apparent English meaning and it 
introduces new subject matter in the specification. 

The present amendment is deemed to overcome this concern for the reasons discussed 
immediately above. 

Furthermore, during the telephone discussion with the Examiner, it was suggested that 
the claims 1 and 18 and the specification be amended to recite "laser ablation" rather than "laser 
abration." Instead, the claims and the specification have been amended to recite "pulsed laser 
deposition" since this term is most commonly used to describe the techniques disclosed in the 
specification as discussed above. 

III. REJECTIONS UNDER 35 U.S.C. 8 103(a) 

Claims 1-4, 7, and 8-14 were rejected under 35 U.S.C. § 103(a) as obvious over Mikio et 
al., JP 09-237714 (Mikio) in view of Araki et al., U.S. Patent No. 5,676,998 (Araki). See item 3 
on page 2 of the final Office Action. 

Claims 5 and 6 were rejected under 35 U.S.C. § 103(a), as obvious over Mikio in view of 
Araki, and further in view of Akioka, U.S. Patent No. 5,597,425 (Akioka). See item 4 on page 5 
of the final Office Action. 

Claims 18 and 19 were rejected under 35 U.S.C. § 103(a), as obvious over Mikio in view 
of Araki and further in view of Bell et al., U.S. Patent No. 5,682,670 (Bell). See item 5 on page 
8 of the final Office Action. 

Claims 22 and 23 were rejected under 35 U.S.C. § 103(a), as obvious over Mikio in view 
of Bell and Akioka. See item 6 on pages 7-8 of the final Office Action. 

These rejections are deemed to be overcome for the reasons set forth in the response filed 
July 9, 2004. 
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CONCLUSION 

In view of the foregoing amendments and remarks, the present application is in condition 
for allowance and notice to that effect is hereby requested. 

If the Examiner has any comments or proposals for expediting prosecution, please 
contact the undersigned at the telephone number below. 



Respectfully submitted, 
Hirotoshi FUKUNAGA et al. 




Matthew Jacob 
Registration No. 25,154 
Attorneys for Applicants 



MMJ/JFW/ksh 

Washington, D.C. 20006-1021 
Telephone (202) 721-8200 
Facsimile (202) 721-8250 
September 9. 2004 



THE COMMISSIONER IS AUTHORIZED 
TOCHARGEANYDEFICIENCYINTHE 

^ FORTH,SPAPERT ODEPOSIT 
ACCOUNT NO. 23-0975 
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ATTACHMENT TO AMENDMENT AND REPLY 

1. Partial translation of the definition for this term found on page 552 of the Dictionary 
of Semiconductor Technology & Industry . 
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2002_0323A/MJ/00169 
P27668-01 (LS. Hasegawa) 

Partial translation of page 552, item 7) of 
"Dictionary of Semiconductor Technology & Industry" 
(Published on December 20, 1999) 

7) pulse laser deposition 

It is also called PLD (Pulse Laser Deposition). This is a method to 
deposit a thin layer on a substrate opposing to a target by irradiating a high 
density laser pulse onto the target and delivering its ion. The most 
characteristic feature of the method is that the target material is not limited 
to specific materials and a difference in composition between the target and 
the layer is very small. The problem is that the layer formation area is 
small, and, for the application on a substrate having a large area, a 
advanced methods such as increasing a number of the laser sources and a 
scanning method are necessitated. An application for a large diameter 
substrate while maintaining a same film deposition rate is becoming the 
problem. 
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